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— The MAILING DATE of this communication appears on the cover sheet with the correspondence address ~ 
Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 .1 36 (a). In no event, however, may a reply be timely filed 

after SIX (6) MONTHS from the mailing date of this communication. 

- If the period for reply specified above is less than thirty (30) days, a reply within the statutory minimum of thirty (30) days will 

be considered timely. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this 

communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 1 33). 

- Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 

earned patent term adjustment. See 37 CFR 1 .704(b). 

Status 

1 ) □ Responsive to connmunication(s) filed on . 

2a) □ This action is FINAL. 2b) 1x1 This action is non-final. 

3) n Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayie, 1 935 CD. 11 ; 453 O.G. 21 3. 

Disposition of Claims 

4) ^ Claim(s) 1-56 is/are pending in the application. 

4a) Of the above, claim(s) 31-56 is/are withdrawn from consideration. 

5) □ Claim(s) is/are allowed. 

6) K Claim(s) 1-30 is/are rejected. 

7) □ Claim(s) is/are objected to. 

SlD Claims are subject to restriction and/or election requirement. 

Application Papers 

9)0 The specification is objected to by the Examiner. 

10) 0 The drawing(s) filed on is/are objected to by the Examiner. 

1 1) D The proposed drawing correction filed on is: alD approved b)^ disapproved. 

12) n The oath or declaration is objected to by the Examiner. 

Priority under 35 U.S.C. § 119 

13) 0 Acknowledgement is made of a claim for foreign priority under 35 U.S.C. § 119(a)-(d). 
alD All b)D Some* c)^ None of: 

1 . □ Certified copies of the priority documents have been received. 

2. □ Certified copies of the priority documents have been received in Application No. . 



3. □ Copies of the certified copies of the priority documents have been received in this National Stage 
application from the International Bureau (PCT Rule 17.2(a)). 
*See the attached detailed Office action for a list of the certified copies not received. 

14) 0 Acknowledgement is made of a claim for domestic priority under 35 U.S.C. § 119(e). 

Attachment(s) 

15) n Notice of References Crted (PTO-892) 18) ^ Interview Sunnmary (PTO-413) Paper No(s). 16 

16) Q Notice of Draftsperson's Patent Drawing Review (PTO-948) 1 9) Q Notice of Infomnal Patent Application (PTO-1 52) 

17) Q Information Disclosure Statennent(s) (PTO-1449) Paper No(sl. 20) Q Other: 
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Claims 1-56 are presented for examination. 

The above case for the following reason is withdrawn from issiie. 

Claims 1-30 are rejected under 35 U.S.C. 103 as being unpatentable over Hazariwala et 
' al. And Fechner. 

Hazariwala et al. Teach the use of 2% hydroxypropylmethyl cellulose as a safe 
viscoelastic material used during cataract surgery. See the entire document. Fechner teaches a 
process for preparing the 2% hydroxypropylmethyl cellulose of dissolving, filtering and 
autoclaving. See the entire document. 

One skilled in the art would have been motivated to combine the teachings of the above 
references, since they in combination relate to a safe composition of hydroxypropylmethyl 
cellulose in ophthalmic surgery and also a process for preparing such composition. Applicant 
has presented no evidence to establish the unexpected or unobvious nature of the claimed 
invention, and as such, claims 1-30 are properly rejected under 35 U.S.C. 103. 

The instant application should be withdrawn from issue for the following reasons. 

The original claims are both narrowed and broadened. There is no problem with 
narrowing the claims. However, there is a problem with broadening the claims in that it removes 
the limitation that was relied on for the allowance of the parent application and thus can not be 
removed. (See MPEP 1412.02) specifically removing the limitation "(cellulose solution free of 
particulate matter and gels) (greater than 0.5 um in diameter)..." is impermissible. (Note 
inserting "harmful" before particulate narrows the claims with respect to the type of particulate 



Application/Control Number: 08/870,199 



Page 3 



Art Unit: 



matter permitted, but has no limitation as to particle size.) As now drafted both composition and 
method claims have no limitation on particle size of non-harmful particles. The prosecution in 
the parent application shows that applicant argued that 0.5 um in diameter maximum particle size 
defined over the prior art. The examiner accepted this as a defining limitation based on at least 
one of the affidavits submitted to obtain allowance of the claims. To allow removal of this 
limitation would allow recapture of subject matter excluded by applicant's argument leading to 
allowance of the claims. 

Furthermore, claim 13 is incorrectly amended in amendment Bl as is added claim 27. In 
addition, newly claims 31-56 (amendment CI) are improper as presented as they must be entirely 
underlined. To present them in a single column format, as done in the instant application, is not 
proper. See 37 CFR 1.173(d) and MPEP 1453 for proper amendment presentation. These claims 
must be presented in proper form in new amendment. Additionally, a supplemental declaration 
is required for any amendments made during the prosecution. See MPEP 1414.01. 

1 . Any inquiry concerning this communication or earlier communications fi-om the examiner 
should be directed to Examiner Fay whose telephone number is (703) 308-4604. 
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